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Application No.: 10/658019 CaseNo.: S8831US002 

Real Party In Interest 
The real party in interest is 3M Company (formerly known as Minnesota Mining and 
Manufecturing Company) of St. Paul, Minnesota and its aflSliate 3M Innovative Properties 
Company of St. Paul, Minnesota. 

ItELATEP Appeals And Interferences 
Appellants arc unaware of any related appeals or interferences. 

Status of Ciaims 
Claims 1-16 are pending. Claims 1-16 stand rejected. 

Status of Amendments 
No amendments have been filed alter the jBnal rejection. 

Summary Of Clai^r^ S^^ff^mcT Matter 
The claims at issue concern interconnect systems ihat use surfece mount technology for 
mating conductive pins in a header connector to surface mount pads on a printed circuit board. 

Independent Claim 1 provides a header connector comprising: 

(a) a header body having a &ont wall» the firont wall having a pIuraHty of first and 
second passageways disposed between an internal surface and an external surface; 

(b) a plurality of conductive pins configured for insertion into the first passageways, 
each conductive pin having a first end extending firom the internal surface, an intermediate 
section disposed in the first passageway, and a truncated second end extending firom the external 
surfece of the fi-ont wall for surface mount contact, wherein the conductive pins are not fully 
inserted into the first passagew^; and 

(c) a plurality of shield blades configured for msertion into the second passageways, 
each shield blade having a first end extendmg fiom the internal surface, an intermediate section 
disposed in the second passageway, and a second end extending fiiom the extmial surface of the 
firont walL 
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The subject matter of claim 1 is described in the specification, e.g., at p. 2, lines 1-1 1, p. 7, lines 
13-24, and Fig. 3. 

Grounds of Rejection to be Reviewed on Appeal 
First Ground of Rejection 

Claims 1, 4-5, 7-8, 1 1 and 13-16 stand rejected under 35 USC § 102(b) as piirportedly 
being anticipated by Kandybowski (U.S. Patent 5,174,764). 

Second Ground of Rejection 

Claims 1 and 6 stand rejected under 35 USC § 103(a) as purportedly being unpatentable 
over Ramey (U.S. Patent 6,231,391) in view of Bright (U.S. Patent 4,726,793). 

Third Ground of Rejection 

Claims 2 and 9 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kandybowski in view of Bright (U.S. Patent 4,726,793). 

Fourth Ground of Rejection 

Claims 3 and 10 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kandybowski in view of Bright (U.S. Patent 4,726,793). 

fiftl^<?y9ff^d9)r)^eiection 

Claims 7 and 12 stand rejected under 35 U.S.C- 103(a) as being unpatentable over Ramey 
in view of Kandybowski. 

Argument 

First Ground of Rejection 

Claims 1, 4-5, 7-8, 11 and 13-16 stand rejected under 35 USC § 102(b) as purportedly 

being anticipated by Kandybowski (U.S. Patent 5,174,764). 



3 
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Application No.: 10/658019 Case No.: 58831US002 

[ Applicants assert that the rejection of claims 1, 4-5, 7-8, 11 and 13-16 under 35 USC § 

i 

i 102(b) should be reversed based on the following. 

The OfBce Action states in pait: 

Regarding claim 1, Kandybowski discloses a header connector 20 comprising: & 
header body 22 having a front wall 29, the front wall 29 having a plurality of first and 
second passageways 34 disposed between an internal surface and an external surface; 
a plurality of conductive pins 50 configured for insertion into the first passageways 34, 
each conductive pin 50 having a first end extending from the internal surface, an 
intermediate section disposed in the first passageway, and a surface mounting 28 
extending from the external surface of the fix>nt wall 29 for sur&ce mount contact 54, 
(figure 5), wherein the conductive pins 50 are not fiilly inserted into the first passageway 
(see figure 5) a plurality of shield blades 76 configured for insertion into the second 
passageways, each shield blade 76 having a first end extending from the internal 
sur&ce. an intermediate section disposed in the second passageway, and a second 
end extending from the external surface of the front wall. 

: Applicants respectfully submit that according to MPEP 2131 "[a] claim is anticipated 

I only if each and every element as set fordi in the claim is foimd> either expressly or inherently 

' described, in a single prior art reference." (citing Verdegall Bros. v. Union Oil Co, of California, 

2 USPQld 1 051 1053 (Fed Cir. 1987)). 

The Office Action states that the conductive pins 50 are not fully inserted into the first 
passageway as illustrated in Figure 5 of Kandybowski. However, Kandybowski stales at col. 4, 
lines 9-18: 

**As can be seen in FIGS. 5 and 6 the free end of second transverse portion 68 is 
spaced from the terminal portion 52 to allow the spring arm 60 to move 
compliantly toward the terminal member 50 during insertion of the terminal 
member 50 into the housing passageway 34. Upon full insertion of jSrst terminal 
member 50 into passageway 34, the leading end of the second transverse portion 
68 moves away from the tenninal body section 52 when the retention means 66 
engages the housing retention surface 42." (emphasis added) 

I In the Response to Argument section of the Office Action mailed on March 30, 2005, the 

I Examiner states: 

Applicant, on the remarks, page 7, lines 1-3, argues that Kandybowski does not disclose a fully 
I inserted terminal member. The Examiner respectfully disagrees. Because figures near to the 

I leadline still has spaced which shows that its tenninal is not fully insert compared to figure 6. 

I 

I Applicants are somewhat confused by the above statements. It is Applicants' position 

I that Kandybowski does disclose a fully inserted terminal member in Fig. 5. Applicants submit 

4 
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that the space near the stop surface 58 allows for compression of spring arm section 60 as shown 
in Fig. 6. TTiis can be seen by comparing the position of transverse portion 68 in relation to 
biasing surface 44 between Figs. 5 and 6. As noted above, Kandybowski clearly states that iq>on 
full insertion of £rst terminal member 50 into passageway 34, the leading end of the second 
transverse portion 68 moves away from the terminal bod|y section 52 when the retention means 
66 engages the housing retention surface 42. This describes the position shown in Fig. 5. 

Accordingly, the reference does not describe every element of fhe claimed invention. 

Based on the foregoing, Applicant(s) submit that the cited reference cannot support a 35 
U.S.C. 102 (b) rejection and respectfully requests that fhe rejection be withdrawn. 



Second Ground of Rejection 

Claims 1 and 6 stand rejected under 35 USC § 103(a) as purportedly being unpatentable 

over Ramey (U.S. Patent 6,231,391) in view of Bright (U.S. Patent 4,726,793). 

Applicants assert that the rejection of claims 1 and 6 under 35 USC § 103(a) should be 
reversed based on the following. 

The OfGce Action states in part: 

Regarding claim 1, Ramey discloses a header connector 400 comprising: a 
header body 402 having a front wall 410, the front wall 410 having a plurality of first and 
second passageways 416, 418 disposed between an intemal surface and an external 
surface 422, 424; a plurality of conductive pins 404 configured for insertion into the first 
passageways 416, each conductive pin 404 having a j&rst end extending from the 
interna] surface, an intermediate section disposed in the first passageway 416, and a 
surface mounting 452 extending from the external surface of the front wall 410, wherein 
the conductive pbs 410 are inserted into the first passageway a plurality of shield 
blades 406 configured for insertion into the second passageways 418, each shield 
blade 406 having a first end extending from the intemal surface 422, an intermediate 
section disposed in the second passageway 418, and a second end extending from the 
external surface of the front wall 410. Terms "not fully inserted" sets for no clear 
limitation in absence of "pin moves when mounted" terms see claim 4. Randy discloses 
the claimed invention except for surface mount contact Bright discloses the surface 
mount contact at figure 7a, Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Randy to provide the sur&ce 
mount contact as taught by Bright so as to save expensive of forming holes in the 
printed circuit board. 

Regarding claim 6, Ramey discloses the intermediate portion of the shield blade 
406 has a generally right angle shield portion. 

Applicants respectftilly submit that according to MPEP 2142, to establish a case of prima 
facie obviousness, three basic criteria must be met: 1) there mast be some suggestion or 
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motivation, either in the references or generaUy known to one skilled in the ait, to modify or 
combine reference teachings, 2) there must be reasonable expectation of success, and 3) the prior 
art references must teach or suggest aU flie claim limitations. The abili^ to modify the method of 
the references is not sufficient. The reference(s) must provide a motivation or reason for making 
the changes. Ex parte Chicago Rawhide Manufacturing Co,, 226 USPQ 438 (PTO BcL App, 
1984). 

ITie OJBEce Action states that the conductive pins 404 in Ramey have a surfece mounting 
452 extending from the external surface of the front wall 410. However, first end 452 of 
conductive pin 404 extends from surfrice 422, which is stated in Ramey to be the internal s urface 
of the front wall 410. {See Ramey, col. 11, lines 40-48) It is second end 454 of pin 404 that 
extends from external surface 424 of front wall 410. {See Ramey, Fig. 15) First end 452 is 
configured for insertion into cantilev^ed bsams 208 of receptacle contact 204 (See Ramey, col. 
8, lines 12-16) and is therefore not a surface mount {See Ramey, col. 8, lines 12-16) Second end 
454 is configured for insertion into opening 36 in a printed circuit board 34 {See Ramey, col. 1 1, 
lines 59-61) and is therefore not a surfece mount 

In the Response to Argument section of the OiEce Action mailed on March 30, 2005, Ihe 

Examiner essentially states: 

Applicant, on page 8, argues that Ramey in view of Bright do not provide a motivation or suggest 
for replacing the feed-through contacts of Ramey with the surface mount contacts of Bright 
because it would require redesigning the board, the header and the pin to have surj&ce contact. 
This is not persuasive. Because by surface moimt contact can save requirement to form hole into 
printed circuit board. Moreover, by Ramey figure 14a also shows tiie mount contact. 

Applicants respectfully submit that the references cannot support a case of prima facie 
obviousness as to the claims because, among other possible reasons, the cited references do not 
provide a motivation or suggestion for replacing the feed-through contacts of Ramey with the 
surface mount contacts of Bright because the surfece mount element 60 of Bright is not part of a 
pin but is a surface mount solder foot 60 of contact element 40, which is contained in socket 10. 
{See Bright, e.g., at col. 3, lines 33-45) Pins 28 of Bright are not surface mount pms, but instead 
are inserted into contact element 40. {See Bright, Figs. 7ar7b) 

Although Fig. 14a of Ramey does suggest surface moimt contacts, neither reference 

discloses or suggests a surface mount pin with a truncated end or a pin that is not fully inserted 

into the header body. Accordingly, the references do not describe every element of the claimed 

6 
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invention. Additionally, Applicants rdterate that it would require redesigning tlie boards the 
I header, and the pins to have surface mount contacts. Although the Examiner states that it would 

save the expense of forming holes in the printed drciiit boards the Examiner has presented no 
j evidence that a board configured for surface mount contacts would be less expensive than one 

{ configured to accept pin contacts. 

Applicants do not understand the meaniug of the Examiner's comment that 'Terms *not 
j fiilly inserted' sets for no clear limitation in absence of 'pin moves when mounted' terms see 

claim 4." so this has not been specifically addressed herein by Applicants. 

Based on the foregoing^ Applicant(s) submit that the cited references will not support a 

1 03(a) rejection of the claims invention and request that the rejection be withdrawn. 

Third Ground of Rejection 

Claims 2 and 9 stand rejected mder 35 U.S.C. 103(a) as being unpatentable over 
Kandybowski in view of Bright (U.S. Patait 4,726,793). 

Applicants assert that the rejection of claims 2 and 9 under 3S USC § 103(a) should be 
reversed based on the following. 

The Office Action states in part: 

Regarding claims 2 and 9, KandybowsTci discloses the claimed invention except 
for the second end of the conductive pin does not contain a spring like element Bright 
discloses the second end of the conductive pin does not contam a spring likeelement 
Therefore, it woald have been obvious to one of ordinary skiQ in the art at the time the 
invention was made to modify Kandybowsid to remove spring as taught by Bright so as 
1o simplify contact. 

Applicants respectfully submit that according to MPEP 2142, to establish a case of prima 
facie obviousness, thi ee basic criteria must be met: 1) there must be some suggestion or 
motivation, either in the references or generally known to one skilled in the art, to modify or 
combine reference teachings, 2) there must be reasonable expectation of success, and 3) prior art 
references must teach or suggest all the claim limitations. The ability to modify the method of the 
I . references is not sufficient. The reference(s) must provide a motivation or reason for making the 

[ changes. Ex parte Chicago Rawhide Manufacturing Co,, 226 USPQ 438 (PTO Bd App. 1984). 

j Applicants incorporate by reference their response to the 1 02 (b) rejection based on 

' Kandybowski, above, and respectfully submit that the references caimot support a case of prima 

facie obviousness as to the claims because, among other possible reasons, the cited references do 

' 7 
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not provide a motivation or suggest for removing the spring element from the Kandybowski 

reference because the spring element is an integral part of the invention. 

The Examiner states in the Response to Argument section of the Office Action having a 

mailing date of March 30, 2005: 

Page 9, applicant argues that the recite references do not provide a motivation or 
suggest for removing the spring element from the Kandybowski reference 
because the spring element is an integral part of the invention. The Examiner 
respectfully disagrees. The contact function properly even with no spring 
present just as the Bright contact.functions without such spring. 

However, the Summary of Invention section of Kandybowski states at col. 1, lines 57-62: 
'The present invention is directed to a connector assembly having first terminal 
members that are surface mountable and include spring arm portions tiiat increase the 
nomial force between the mating terminal and the circuit pad while remaining remote 
from the current path between the circuit board and terminal." (emphasis added) 
The Summary further states at col. 2, lines 34-39 and 46-Sl, respectively: 
*1t is an object of the present invention to provide a surface mount termuial 
having the shortest possible electrical path between a circuit board and a mating 
connector and concomitantiy therewith include a spring biasing means to increase the 
normal force at the moimtmg surface." (emphasis added) 

'It is a further object of the present invention to provide a surface mount terminal 
that has the increased compliancv of a spring aim without increasing the length of the 
current path nor affecting the range of manufacturing and assembly tolerances." 
(emphasis added) 

As stated in Bausch & Lomb, Inc. v. Barnes-Hind/Hydrocurve, Inc., 796 F.2d 443, 230 
USPQ416(Fed.Cir. 1986): Itisimpermissiblewithintheframeworkof U.S.C. §103 topick 
and chose from one reference only so mxxch of it as will support a given position to the exclusion 
of other parts necessary to the full appreciation of what such reference fairly suggests to one 
skilled in the art. Applicants submit that because flie spring arm in Kandybowski is necessary to 
fully appreciate what Kandybowski teaches, the Examiner is improperly using Kandybovyraki as a 
reference in this rejection. 
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Fvathennore, there would be no motivation to modify the surface mountable pins of 
Kaadybowski, which have spring arms, to have the features of the pins 28 of Bright, which are 
insertion mounted and are molded as an integral part of body member 26 or are riveted or molded 
into body member 26 (^ee Bright, col. 3, lines 16-21), because it woxild vitiate the objectives of 
the Kandybowski invention relating to the spring aims. As stated is Ex Parte Hartmann, 1 86 
U.S.P.Q. 366, 367 CPTO Bd. App. 1974), references cajonot properly be combined with each 
other when such would result in destroying that on which the invention of one of the refermces is 
based. 

Based on the foregoing, Applicant(s) submit that the cited references will not support a 
103(a) rejection of the claims invention and request ^t the rejection be withdrawn. 

Fonrth Ground of Reiection 

Claims 3 and 10 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kandybowski in view of Bright (U.S. Patrat 4,726,793). 

Applicants assert that the rejection of claims 3 and 10 under 35 USC § 103(a) should be 
reversed based on the following. - 

The Office Action states in part: 

Regarding claims 3 and 10, Kandybowski discloses the claimed invention except for the second 
end of the conductive pin is substantially flat Bright discloses the conductive pin is substantially flat 60. 
Therefore^ it would have been obvious to one of ordinaiy skQl in the art at the time the inventicm was made 
to modify Kandybowski to provide tiie conductive pin is substantially flat as taught by Bright so as better 
connection. 

The Examiner essentially states that Bright discloses substantially flat conductive pins 60 
and that it would have been obvious to make the conductive pins of Kandybowsi substantially 
flat as taii^t by Bright to obtain a better connection. However, element 60 of Bright is not a 
conductive pin, but is instead a solder foot on contact element 40 into which pm 28 is inserted 
(See Bright, e.g., at coL 3, lines 33-45). Solder foot 60 is attached to conductive pads 16 on 
circuit board 14 with solder paste (See Bright, col. 6, lines 6-S6). Applicants also note that the 
ends of pins 28 of Bright are not substantially flat (See Bright, Figs. 7a-7b). 

Applicants respectfully submit that according to MPEP 2142, to establish a case of prima 
facie obviousness, three basic rateria must be met: 1) there must be some suggestion or 
motivation, either in the references or generally known to one skilled in the art, to modify or 

9 
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combine reference teachings, 2) there must be reasonable expectation of success, and 3) prior art 
references must teach or suggest all the claim limitations. The ability to modify the method of the 
references is not sufficient The reference(s) must provide a motivation or reason for making the 
changes. Ex parte Chicago Rawhide Manufacturing Co., 226 USPQ 438 (PTO BcL App, 1984). 

Applicants incorporate by reference their response to the 102 (b) rejection based on 
Kandybowski, above, and further submit that the references cannot support a case of prima facie 

\ obviousness as to the claims because, among other possible reasons, the cited references do not 

i 

provide a motivation or suggest for modifying the surface mount pins of Kandybowski to add the 
solder foot 60 of connector 40 of the Bright reference because the surface-mount pins in 

I Kandybowski are not solder-mounted to the board. The Examiner has not indicated hov^^ the 
solder foot 60 of Bright would be combined with the pins of Kandybowski. In addition, 
alfliough soldering the pins of Kandybowski to the board would provide a bett^ comiection, 
doing so would make it vety difficult to easily disconnect connector 22 j&om circuit boaid 120. 
Applicants assert that such a change to the pins of Kandybowski would require redesigning the 
board, the header, and the pins. 

Applicants furth^ submit that the Examiner's combination of &e Ramey and Bright 
references is based on improper hindsight As stated hi In re Nomiya, Kohisa, and Matsumura, 
509 F.2d 566, 1 84 USPQ2d 607 (CCPA 1975): There must be a reason apparent at flie time the 
invention was made to a person of ordinary skill in the art for applying the teaching at hand, or 
the use of the teaching as evidence of obviousness will entail prohibited'hindsight 

Based on the foregoing, Applicant(s) submit that the cited references will not support a 
103(a) rejection of the claims invention and request that the rejection be withdrawn. 

Fifth Ground of Rejection 

i Claims 7 and 12 stand rejected imder 35 U.S.C. 1 03(a) as being unpatentable over Ramey 

i in view of Kandybowski. 

' Applicants assert that the rejection of claims 7 and 12 under 35 USC § 103(a) should be 

li 

I I reversed based on the following. 

!i 
II 
II 
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The Office Action states in part: 

Regarding claim 7 and 12. Kamey discloses the claimed invention except for the 
header connector is assembled to the printed dicuit board each conductive pin df the 
header connector move in relation to the firont wall of theheader body. Kandybowski 
discloses the header connector is assembled to the printed circuit board each 
conductive pin of the header connector move in relation to the front wall of the header 
body. Therefore, it would have been obvious to one of ordinaiy sldll in the art at the time 
the invention was made to modify Ramey to provide for the header connector is 
assembled to the printed circuit board each conductive pin of the header connector 
move in relation to the front wall of the header body as taught by I^dybowsld so as to 
provide better connection. 

Applicants respectfully submit that according to MPEP 2142, to establish a case of prima 
facie obviousness, three basic criteria must be met 1) there must be some suggestion or 
motivation, either in the references or generally loiown to one skilled in the art, to modify or 
combine reference teachings, 2) there must be reasonable expectation of success, and 3) prior art 
references must teach or suggest all the claim limitations. The ability to modify the method of the 
references is not sufficient. The reference(s) must provide a motivation or reason for making the 
changes. Ex parte Chicago Rawhide Manufacturing Co., 226 USPQ 438 (PTO Bd App. 1984), 

Applicants incorporate by reference their responses to the 102 (b) rejections based on 
Kandybowski, above, and respectfully submit that the references cannot support a case of prima 
facie obviousness as to the claims because the cited references do not provide a motivation or 
suggestion for replacing the feed-through contacts of Ramey with the surfece monntable spring 
contacts of Kandybowski. Incorporating the spring of Kandybowski into the pins of Ramey 
would require redesigning the board, the header, and the pins. Furthermore^ as Applicants have 
previously stated, the pins of Kandybowski are &lly inserted as shown and described in Fig. 5, so 
the references do not disclose every element of the present invention because they do not disclose 
pins that are not fully inserted into the header. 

Based on the foregoing, Applicant(s) submit that the cited references will not si^ort a 
103(a) rejection of the claims invention and request that the rejection be withdrawn. 
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: Application No-: 10/658019 

i 

Claims Appendix 

I 

1 . (Previously presented) A header connector comprising: 

(a) a header body having a front wall, the front waU having a plurality of first and 

second passageways disposed between an internal surface and an external snr&ce; 
\ (b) a plurality of conductive pins configured for insertion into the first passageways, 

each conductive pin having a first end extending from the internal surfrice, an intermediate 

section disposed in the first passageway, and a truncated second end extending from the external 

surfece of the front wall for surfece mount contact, wherein the conductive pins are not fully 

inserted into the first passageway; and 

(c) a plurality of shield blades configured for insertion into the second passageways, 

each shield blade having a first end extending from the internal surface, an intermediate section 
j disposed in the second passageway, and a second end extending from the ^eternal surface of the 

front 

j 2. (Original) The header connector of claim 1, wherein Uxo second end of the conductive pin 

I does not contain a spring like element 

1 3. (Original) The header connector of claim 1, herein the second end of the conductive pin is 

I substantially fiat. 

I 
I 

i 

4. (Original) The header connector of claim 1, wherein the conductive pin moves longitudinally 
i within the first passageways when the header connector is assembled to a printed circuit board. 

i 

5. (Original) The header connector of claim 1, wherein the shield blades are fiilly inserted into 
the second passageways of the header body. 

6. (Original) The header connector of claim I, wherein the intermediate portion of the shield 
blade has a generally right angle shield portion. 

I 7. (Original) An intcrcoimect system comprising: 
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(a) a printed circmt board comprising a plurality of surface mount pads and a plurality 
of conductive vias; 

(b) the header connector of claim 1 ; and 

(c) means for holding the header connector to the printed circuit board, 

wherein when the header connector is assembled to the printed circuit boards each 
conductive pin of the header connector move, in relation to the ftont wall of the header body, 
longitudinally in the first passageway to contact the sui&ce mount pads and the second end of the 
shield blades of the header connector mate with the conductive vias in the printed circuit board. 

8. (Original) The interconnect system of claim 7^ wherein the means for holding the header 
connector to the printed circuit board is provided by factional force created when the shield 
blades mate with the conductive vias on the printed circuit board. 

9. (Original) The interconnect system of claim 7, wherein the conductive pin does not contain a 
spring like element on its second end. 

10. (Original) The interconnect system of claim 7, wherein the second end of "die conductive pin 
is substantially flat. 

1 1 . (Original) The header connector of claim 7» herein the shield blades are fully inserted into 
the second passageways of the header body. 

12. (Original) The header connector of claim 7, wherein the intermediate portion of the shield 
blade has a generally right angle shield portion. 

13. (Original) A method of assembling an interconnect system comprising the steps of: 

(a) providing a printed circuit board comprising a plurality of surface moxmt pads and 
a pluraHty of conductive vias; 

(b) providing a header connector of claim 1 ; and 

(c) assembling the header connector to the printed circuit board such that the shield 

blades in the header body mate with the conductive vias in the printed circuit board and the 

14 
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conductive pins in the lieader body move longitudinally to make contact with the surface mount 



14. (Original) The method of claim 13 further comprising the step of holding the header 



15. (Original) The method of claim 14, wherein fiictional force created when the shield blades 
mate with the conductive vias on the printer circuit board holds the header connector to ihe 
printed board. 

16. (Original) The method of claim 13, wherein the shield blades of tiie header connector are 
fully inserted into the second passageways of the header body. 



pads in the printed circuit board. 



connector to the printed circuit board. 
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